LIMITED TIME TO PREVENT ABANDONMENT OF YOUR CANADIAN
PATENT RIGHTS DUE TO INSUFFICIENT FEE PAYMENT TO THE
CANADIAN INTELLECTUAL PROPERTY OFFICE

By Ruy Garcia-Zamor

Any owner of Canadian patents or patent applications should verify the accuracy of fees
paid to the Canadian Intellectual Property Office. Any errors resulting in insufficient
payment of fees should be corrected during the limited period provided for correction.
Failure to make corrections before February 1, 2007 may result in a patent rights being
irrevocably abandoned.

When filing Canadian patent applications the Canadian government allows applicants to
pay discounted fees if the applicants qualify for small entity status. This is similar to the
small entity status available in the United States, except for it is much more restrictive.
Canada only provides small entity status for employers with fifty or fewer employees.

U.S. applicants filing Canadian patent applications have often incorrectly asserted small
entity status by confusing the U.S. small entity status limit of five hundred employees
with Canada’s limit. Past practice of the Canadian Intellectual Property Office was to
accept "top-up” payments where "small entity" fees were mistakenly paid.

However, a Canadian Federal Court of Appeal decision (Barton No-Till Disk Inc. and
Flexi-Coil Ltd. v. Dutch Industries Ltd. and The Commissioner of Patents) held that this
process was unlawful because the Canadian Intellectual Property Office lacked any
authority to extend payment deadlines. This resulted in the irrevocable abandonment of a
Canadian patent because small entity fees were paid when the applicant did not qualify
for such status. As such, even an accidental, improper payment of small entity fees may
result in a loss of patent rights.

In response to this decision, the Canadian Intellectual Property Office has provided a
twelve month period, from February 1, 2006 until February 1, 2007, to pay any fees owed
on issued patents or pending applications. The amount due is the difference between the
amount paid and the amount that should have been paid by the applicant as a large entity.

It is important to review all Canadian patent properties to verify that the correct amount
of fees were paid. In view of evolving Canadian law, it is prudent to pay large entity fees
when filing applications.



